
How the EUIPO assesses Likelihood of 

confusion



Article 8(1)(b) EUTMR

Upon opposition by the proprietor of an earlier trade mark, the trade 
mark applied for shall not be registered:

(b) if, because of its identity with, or similarity to, the earlier trade mark 
and the identity or similarity of the goods or services covered by the 
trade marks there exists a likelihood of confusion on the part of the 
public in the territory in which the earlier trade mark is protected; the 
likelihood of confusion includes the likelihood of association with the 
earlier trade mark.



Change of practice - T-349/22, 01.02.2023, HACKER/HACKER SPACE

• Art. 8(1)(a)EUTMR - the only ground: NO ASSESSMENT under Art. 

8(1)(b)EUTMR 

• Art. 8(1)(b)EUTMR - the only ground: ALSO ASSESSMENT under Art. 

8(1)(a)EUTMR

from the NOTICE OF OPPOSITION
(including documents within the 3-month OPPO period):



Unitary character EUTM

Identity of the 
signs

Cumulative



Article 8(1)(b) EUTMR

Identity of the 
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Cumulative



The goods and services - Canon (C-39/97)   
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The goods and services - Canon (C-39/97)   
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signs

Cumulative



The goods and services - Canon (C-39/97)   

Identity of the 
signs

Cumulative

Identity of the 
signs

Cumulative

Confectionary includes chocolate goods so

IDENTITY



Similarity tool
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Relevant public
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Cumulative
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Cumulative

RELEVANT PUBLIC

GENERAL PUBLIC
PUBLIC AT LARGE

PROFESSIONAL PUBLIC
BUSINESS CUSTOMERS

SPECIALISED PUBLIC



Similarity of the signs

Identity of the 
signs

Cumulative

Identity of the 
signs

Cumulative

Identity of the 
signs

Cumulative

Identity of the 
signs

Cumulative
Visual – what you see

Aural – what you hear

Conceptual – what you think

Weak or non-distinctive elements?

Dominant = visually outstanding

https://www.google.es/imgres?imgurl=http://www.imajica.com/images/icons/ear-icon-2.svg&imgrefurl=http://www.imajica.com/&docid=Uc0c4jxT-NmIpM&tbnid=edkWgUJHVIR4mM:&vet=1&w=800&h=800&bih=840&biw=1280&ved=0ahUKEwiXkJKChNPWAhUoK8AKHS8qB644ZBAzCCsoKTAp&iact=c&ictx=1


Distinctiveness of the earlier mark - CP5

COSMEGLOW                                                       

vs. 

COSMESHOW

(Class 3: Cosmetics)



Distinctiveness of the earlier mark

When evaluating likelihood of confusion:

✓ The distinctiveness of the earlier mark as a whole is 

assessed (at least certain degree).

✓ The distinctiveness of all elements of the earlier 

mark and of the later mark is also assessed, 

prioritising the coinciding elements.



Distinctiveness of the earlier mark
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Cumulative



Overall assessment – method of purchase

The category of goods or services  and  the way they are marketed 

(22/09/1999, C-342/97, Lloyd Schuhfabrik, EU:C:1999:323, § 27). 

Identity of the 
signs

http://curia.europa.eu/juris/liste.jsf?oqp=&for=&mat=or&jge=&td=;ALL&jur=C,T,F&num=C-342/97&page=1&dates=&pcs=Oor&lg=&pro=&nat=or&cit=none,C,CJ,R,2008E,,,,,,,,,,true,false,false&language=en&avg=&cid=10198196
http://www.5elementsrpo.com/wp-content/uploads/2011/07/consumer-goods-jobs-and-recruitment.jpg


Overall assessment - principle of interdependence

High

Medium

Low

High

Medium
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High

Medium
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TM similarity G/S similarity Distinctiveness earlier mark Public‘s level of

attention



Overall assessment- CP5

COSMEGLOW                                                       

vs. 

COSMESHOW

(Class 3: Cosmetics)



Overall assessment

• A coincidence only in a non-distinctive element will not lead to LOC

• When marks also contain other figurative and/or word elements which 

are similar, there will be LOC, if the overall impression of the marks is 

highly similar or identical.

COSMEGLOW                                                       
vs. 

COSMESHOW

(Class 3: Cosmetics)



Distinctiveness of the earlier mark - CP5

(Class 30: Tea)



Other factors 

➢ Family/series of marks (at least 3)

➢ Evidence of actual confusion

➢ Prior decisions 

T-301/09

CITIBANK, 
CITIGOLD, 
CITICORP, 
CITIBOND, 
CITICARD, 
CITIEQUITY, etc.

CITIGATE

https://euipo.europa.eu/eSearchCLW/


Other factors

➢ Coexistence agreement: not binding on the office

➢ Consent in invalidity 

➢ Possible to file before the application of invalidity

➢ Only for already registered marks 
➢ Not required in inter partes proceedings



TM5 – opposition study

link

Link to 
the 

study

https://tmfive.org/trademark-protection-in-opposition-and-appeal-review-procedure/
https://tmfive.org/trademark-protection-in-opposition-and-appeal-review-procedure/
https://tmfive.org/trademark-protection-in-opposition-and-appeal-review-procedure/
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