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1. Overview of the Project

 Since a trademark right is obtained and thus effective in each country/region, 
business operators often register their trademarks only in countries/regions 
where they operate businesses.

 Generally, “Bad-faith trademark filings” are filings by third parties to 
fraudulently register trademarks that are identical with, or similar to, 
trademarks of other business operators by, for example, taking advantage of 
the fact that these trademarks remain unregistered in some countries/regions.

Background
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1. Overview of the Project

 The issue of bad-faith trademark filings is a common problem throughout the world. 
In order to take measures against bad-faith trademark filings, the JPO, the OHIM (now 
called EUIPO) and the USPTO, in collaboration with the SAIC (now called CNIPA), 
began holding seminars and exchanging information in 2010 and 2011. 

 At the 2012 mid-term meeting, we, the TM5 offices, agreed to approve activities for 
bad-faith trademark filings as a TM5 cooperative project. Since then, we have 
been working to achieve the objectives as shown below:

Project History/Objectives
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 TM5 offices share information on laws and regulations, examination practices, and 
other issues regarding bad-faith filings by conducting studies and holding seminars on 
related topics.

 TM5 conducts a comparative analysis of the laws, regulations and practices, which it 
utilizes in order to take effective measures against bad-faith filings in each office.

Foster better understanding of problems and their solutions

 TM5 provides information on measures against bad-faith filings by publishing deliverables
on the TM5 website such as a comparative analysis report and case examples of bad-faith 
filings, as well as holding seminars for IP offices other than TM5 and trademark users, 

Raise user awareness and publish knowledge about bad-faith filings
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2. Outcomes/Deliverables

First seminar held in Tokyo (in 2013)
Second seminar held at INTA annual 
meeting in Hong Kong (in 2014)

• Held by TM5, trademark users, such as 
companies and trademark attorneys, attended 
from each TM5 country/region.

• Focused on each TM5 officeʼs laws/regulations 
and practices regarding bad-faith filings, 
followed by a panel discussion on the theme 
of “how TM5 offices identify bad faith in the 
examination procedure,” etc.

TM5 Seminar on Bad-Faith Trademark Filings Deliverables available at TM5 website

http://tmfive.org/continuationexpansion-of-bad-faith-project-2-2/

Deliverables are introduced 
in the following slides.
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2. Outcomes/Deliverables

Report on “Laws and Examination Guidelines/Practices
of the TM5 Offices against Bad-faith Trademark Filings”

 TM5 conducted studies and a 
comparative analysis and 
compiled a report in 2015.

 An upgraded version of the report 
was published in 2022.

[Contents]
Chapter 1: Outline of systems and practices 

of the TM5 offices

Chapter 2: Extracts of related articles of the 
TM5 offices against bad-faith 
trademark filings

Chapter 3: Comparison tables
- Tables summarizing 
comparisons of systems and 
practices in each Office



6Japan Patent Office

2. Outcomes/Deliverables
Case Examples of Bad-Faith Trademark Filings

 First compiled 50 cases of bad-
faith filings in the TM5 officesʼ 
jurisdictions in 2017.

 Updated in 2019 in cooperation 
with INTA, adding 25 cases 
from TM5 and 93 cases from 
other countries/regions in 
Asia, North America, Central 
and South America, Europe, 
and Africa.

 2 cases in Vietnam additionally 
listed.

[3]

[1]

[2]

[1] Bad-Faith Indicator
This indicates that bad 
faith was found in disputed 
trademarks.  

[2] Disputed trademark
This means that a mark 
which was disputed in a 
case is shown below.

[3] Category
In this compilation, cases 
examples are categorized 
according to the following 
five types:

i. Free Ride
ii. Imitation by agents or 

people who have a prior 
relationship

iii. Interference by a 
competing company

iv. Lack of intention to use
v. Others



2. Outcomes/Deliverables

TM5 Manga Booklet for Countermeasures 
Against Bad-Faith Trademark Filings
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 TM5 published the Manga Booklet to disseminate countermeasures against bad-faith 
trademark filings and other related information from each TM5 office in 2021.

 Trademark users can learn the useful systems of TM5 offices in an easy-to-read 
manga style, which can be utilized when they deal with bad-faith filings or 
invalidate those already registered. And, if detailed information is needed, they can 
check the Report and Case Examples, or each TM5 officeʼs website.   



2. Outcomes/Deliverables

TM5  Bad-Faith Trademark Workshop
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 TM5 has been holding regular workshops since 2022.

 The aim is to raise awareness of bad-faith trademarks by sharing TM5's 
efforts in this regard.

Workshop for DGIP in 2022 Workshop for IPOPHL in 2023 



 TM5 seeks opportunities to disseminate our activities not only to trademark users, but 
also to other IP offices.

 We hope that other IP offices can provide information on laws/regulations and 
examination practices regarding bad-faith filings, as well as case examples (and we 
also hope they can create manga content ).

 If IPVN is interested in our activities, please let us know.

Inviting other IP offices to participate

Thank You!


