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1. LAW 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

EUTM Regulation 
Art. 34 to 37 



 

2. IMPLEMENTING LAW 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Implementing 
Law 

EUTM  
Implementing 

Regulation  
(EU) 2018/626 



 

3. GUIDELINES 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Guidelines 

Part B Examination 
Section 2 Formalities 

Chapter 11 
(Convention) priority 



 

4. FEES 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

No Fee 

Fee to pay? 

Fee to be paid until 
following day of receiving 
application # 



 

5. DECLARATION OF CLAIMING  

PRIORITY 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Declaration of 
Claiming 
priority  

/ 
 When to 

claim? 

Compulsory or implicit 
when supporting 

documents are filed on 
same date as TM 

application 

TM U.S. Application 
suspended until foreign 
registration is submitted 

Declaration not necessary when 
previous application filing receipt 
is provided, containing all 
required info (see next slide) 



 

6. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Required 
Information 

• File number 
• Date 
• Country  

of previous  
application 

The number can also be filed 
together with the copy of 
previous application. 



 

7. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

May the 
applicant claim  
the priority of 

More Than One 
previous 

application? 

YES 



 

8. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

Obligation to 
file a Copy of 
Previous TM 
application ? 

NO 
if required information is 

available on Previous 
Application IP Office 

Website 



 

9. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

NO 
Submission of previous TM 
registration copy possible  
when required info is not  

available at  
previous TM  

IP Office  
Website 



 

10. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

When to submit 
the copy of 

previous TM 
application/ 
registration? 

When required: 
Within 3 months  

from filing date of  
EU TM application 



 

11. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

Obligation to 
Translate 
priority 

documents? 

(when required) 
Translated into EU TM 

application chosen 
language #1 or #2 

(chosen amongst 23 
EUIPO languages) 



 

12. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

When 
Translated 
documents 

must be 
submitted? 

If not together with 
certified copy, within 2 
months from Examiner 

notification 



 

13. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

Notarization of 
priority 

documents 
requirement? 

NO 



 

14. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

Requested 
format of 
Priority 

Documents? 

Paper or Electronic 
Format 



 

15. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

Are IP Offices 
Website print-outs 

or Screen shots 
or Database extracts 

acceptable? 

YES 



 

16. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

When Priority 
documents are not 

submitted: 
will the TM Examiner 

look for them  
online? 

YES 



 

17. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

Formality reasons 
that trigger refusal of 

priority claim? 

• Priority claim filed after 6 months 
• Number, date or country of 

previous application is missing 
• Priority docs are not submitted as 

requested 

• Priority claim filed 

beyond 6 months 
deadline 

• Name of country or 
filing date of previous 
application is missing 

• Priority claim is not 
submitted as requested 

• Priority claim filed 
beyond 6 months 
deadline  

• Priority docs are not 
submitted as requested 

• Priority claim not filed in 
writing 

• Number, date or country of 
previous application is 
missing 

• Priority docs or translations 
are not submitted before 
deadline 

• Priority claim filed 
after 6 months 

• Number, date or 
country of previous 
application is missing 



 

18. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

In which situations 
the examiner will 

invite the applicant 
to make 

amendments on 
formalities? 

•Obvious errors 
•Rectifiable formal 
requirements 



 

19. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

What is the time 
limit for the 

Applicant to remedy 
formality issue? 

2 months  
as from  

examiner’s  
notification 



 

20. PRIORITY DECLARATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

May the declaration 
of Priority claim be 

withdrawn? 

YES 



 

21. PRIORITY EXAMINATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

What are the 
substantial 

requirements 
assessed by the 

Office? 

• Same Mark 
• Same Applicant 
• At least 1 same 

good or service 

• Claim must be made by 
an eligible person 

• Claim must be based on 
the earliest application 
filed in the first country 

• Previous 
application is a 
first filing 



 

22. PRIORITY EXAMINATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

When is substantial 
examination carried 
out by the Office ? 

No examination during filing 
stage 

but during ‘inter-partes’  
and restricted to  

inter-partes  
proceedings 



 

23. PRIORITY EXAMINATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

Is priority 
information 

published; if so, 
what? 

Particulars of the claim:  
“claimed”, “abandoned”  

or “refused” 

• Foreign registration #, date, 
country name, expiration date, 
renewal date 

• Foreign priority claim “Yes”, 
application #, filing date 

• Filing and current basis for 
each class of G&S, incl. priority 
under Paris Art.6-Quinquies 

• “Currently 44E yes” mention 
where applicable 
 



 

24. PRIORITY EXAMINATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

May the TM application 
and the previous 

application  
be of different types 

denominative, 
figurative, motion, 

shape, etc…? 

YES 
if Marks can be  

considered identical 



 

25. PRIORITY EXAMINATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

May the TM application 
and the previous 

application  
be of different types 

individual, collective, 

certification mark ? 

YES 
when compatibility exist 

Compatibility exists between 
collective and certification marks. 
No compatibility between  
a) individual and b) 
collective/certification marks 



 

26. PRIORITY EXAMINATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

In assessing the marks, will 
the Office consider any 
colour indication in the 
original application, or 
details such as Capital 

letters, accents, 
punctuation, in one or two 

words, etc…? 

YES 



 

27. PRIORITY EXAMINATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

In assessing the 
Trademarks, will 

the Office check on 
the Goods & 

Services ? 

YES 
(in inter partes  
proceedings) 



 

28. PRIORITY EXAMINATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

Will the Office 
consider  

Goods & Services 
Synomymous 

terms? 

YES 



 

29. PRIORITY EXAMINATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

Will the Office 
consider  

Goods & Services 
Identical terms in 
different Classes? 

In principle NO 
Unless if Obvious error in previous 
Trademark, 
or 
unless previous Trademark 
country does not follow Nice 
Classification 

Unless if Obvious error in previous 
Trademark, 
or 
unless previous Trademark 
country does not follow Nice 
Classification 
Or 
Unless difference in Offices 
classification practice 

Unless if Obvious error in 
previous Trademark, 
Or 
Unless difference in Offices 
classification practice 



 

30. PRIORITY EXAMINATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

Must TM applicant 
be the same as 

previous TM 
applicant/Owner? 

YES 
including  

successors  
in title or  

in law 



 

31. PRIORITY EXAMINATION 
 

USER FRIENDLY SUMMARY 

Applicable 
Law 

Provisions 

Obligation to 
file a copy of 
Previous TM 
Registration? 

When applicant is 
different from 
previous TM 

applicant/owner, 
can an assignment 

of priority be 
accepted? 

YES 
(must be earlier  

than  
TM application) 
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