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DISTINCTIVE CHARACTER

origin indication is the essential function of the trademark

trade mark must be capable of distinguishing goods and
services of one undertaking from another

strade marks that lack distinctive character cannot be
registered

«absolute ground of refusal
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DISTINCTIVE CHARACTER

ACQUIRED THROUGH USE

« RULE - registration must be refused for trade marks that are per se
devoid of any distinctive character,

« EXCEPTION - if the trade mark acquired distinctive character through
use it may be registered as a trade mark.

* |t means that although the sign ab initio lacks inherent distinctiveness
with regard to the goods and services claimed, due to the use made of
It on the market, at least a significant proportion of the relevant public

has come to see it as identifying the goods and services claimed In the
EUTM application as originating from a particular undertaking.
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REQUEST

.the acquired distinctive character will be examined
only on applicant’s request

«a principal claim or subsidiary claim

. filed together with the application or at latest, in
reply to the examiner’s first objection

«Not possible to raise the claim for the first time in the
appeal proceeding
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POINT IN TIME TO ESTABILISH

ACQUIRED DISTINCTIVNESS

In examination proceeding applicant must
prove that distinctive character was acquired
through use of the trade mark prior to the date
of application for registration.

In cancelation proceeding, the registration can
be kept in consequence of the use that has been
made after registration
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perception of the average consumer for the category of
goods or services In question.

consumers are deemed to be reasonably, well informed,
and reasonably observant and circumspect

hot only persons who have actually purchased the
goods and services but also any potentially interested
person in the strict sense of prospective purchasers
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GOODS AND SERVICES

. acquired distinctiveness must be assessed In
respect of the goods and services covered with
the trade mark application

. evidence must prove a link between the sign
and the goods and services for which the sign
Is applied for
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TERRITORY

. acquired distinctiveness must be established throughout the territory in
which the trade mark did not ab initio have distinctive character

. problematic for 3D marks, colours per se and figurative trade marks
consisting exclusively of the depiction of the goods in question

. the ECJ has held that, despite the fact that acquired distinctiveness must be
shown throughout the European Union, it would be unreasonable to require
proof of acquired distinctiveness for each individual Member State
(judgment of 24/05/2012, C-98/11 P, Hase, EU:C:2012:307, § 62).

. It is possible to extrapolate from selective evidence to draw broader
conclusions under the condition that
. the market is comparable and
. at least some evidence of use is submitted forthe area where the
evidence is extrapolated.
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